COLORADO SCHOOL OF MINES 
INTELLECTUAL PROPERTY MANAGEMENT AGREEMENT 
 
THIS 	INTELLECTUAL 	PROPERTY 	MANAGEMENT 	AGREEMENT, 	hereinafter 	the 
“Agreement,” is entered into by xxx, hereinafter the “Collaborator,” and Colorado School of Mines, a public institution of higher education located at 1500 Illinois St., Golden, Colorado, 80401 hereinafter “CSM,” and is effective as of the last date of signature by either party (“Effective Date”). 
 
 	WHEREAS, CSM is a subrecipient of a National Science Foundation grant 2310920 entitled, "IUCRC Phase II+ Colorado School of Mines: Center to Advance the Science of Exploration to Reclamation in Mining (CASERM)" (hereinafter “Project”); 
 	 
WHEREAS, CSM is to receive supplemental funding under the Project for a non-academic research internship under NSF’s INTERN program; 
 
WHEREAS, the purpose of said supplemental funding is to facilitate a productive relationship between CSM and other non-profit organizations, municipalities, utilities, and for-profit companies participating in the Project; 
 
WHEREAS, CSM, in conjunction with the Project and said supplemental funding, would like to establish a non-academic research internship for CSM graduate student xxx with Collaborator during xxx (“Internship”); and  
 
WHEREAS, the parties are required to address the protection, licensing, and dissemination of Intellectual Property as established by the Bayh-Dole Act (33 U.S.C. §§200 et seq.) under the Project and the Internship. 
 
 	NOW, THEREFORE, in consideration of the mutual covenants and promises contained herein, the parties hereby agree as follows: 
 
 
ARTICLE 1: DEFINITIONS  
 
“Intellectual Property” includes the following when they arise under this Agreement 
 
a) Any art or process, machine, manufacture, design, or composition of matter, or any new and useful improvement thereof, or any variety of plant, which is or may be patentable under the patent laws of the United States (“Inventions”);  
 
b) Original works of authorship fixed in a tangible medium of expression under the copyright laws of the United States (“Works”); and 
 
c) Data and test results developed or made as a result of the Project and Internship (“Data”). 
 
 
 
 
ARTICLE 2:  OWNERSHIP OF INTELLECTUAL PROPERTY 
 
2.1 	The parties hereby agree that, if in the course of the Project and Internship, Intellectual Property is generated wholly by work conceived of and performed by a CSM student or employee and the work is done independently of Collaborator, it shall be the sole property of CSM. 
 
2.2 	The parties agree that, if in the course of the Project and Internship, Intellectual Property is generated wholly by work performed by Collaborator’s personnel, it shall be the sole property of Collaborator.   
 
2.3 	The parties agree that, title to Intellectual Property created jointly by CSM and Collaborator shall be jointly owned by both parties without accounting from one party to the other. 
 
 
ARTICLE 3:  LICENSING OPTIONS 
 
3.1 	CSM shall notify Collaborator of the creation of any Intellectual Property, and Collaborator shall have thirty (30) days to elect an option to acquire an exclusive, worldwide, royalty-bearing license to CSM’s rights in such Intellectual Property.  Such option, which shall extend for six (6) months after election or such other period by advance mutual written agreement between the parties, shall be granted to Collaborator without fee other than the reimbursement of CSM for all patent expenses incurred for a subject Invention prior to and during the option period and appertaining license negotiation period.  If Collaborator notifies CSM in writing of its exercise of the option within the option period, then the parties shall proceed in good faith to negotiate a license agreement within sixty (60) days after notification of exercise.  If Collaborator does not exercise this option, or notifies CSM that it will not exercise this option, or the parties fail to sign a license agreement within said sixty (60) day negotiation period, then Collaborator’s option for rights in the subject CSM Invention shall terminate. 
 
3.2 	With regard to joint Intellectual Property generated under this provision, the ownership and the expenses of patent filing and prosecution shall be allocated between CSM and Collaborator in a proportion equal to their respective contribution as determined by separate mutual written agreement of the parties.  Further, in the event jointly owned Intellectual Property is generated, the parties will determine by written agreement who shall have control over the filing and prosecution of any patent applications as well as commercial exploitation of the Intellectual Property.  Net proceeds from the item of Intellectual Property shall be calculated by subtracting the cost of obtaining a patent, if any, and all other expenses of commercial exploitation from the gross proceeds.  These expenses shall first be returned to CSM and Collaborator in proportion to their respective ownership interest.  Collaborator retains the right to license from CSM any patent for jointly owned Intellectual Property at fair market value, the terms of which are to be agreed upon by the parties. 
 
3.3 	Both CSM and Collaborator have the right to decline any interest in the joint Intellectual Property and to not incur any of the expenses of development.  In the event that one party elects to exercise this option, that party agrees to release all of its right, title and interest in such Intellectual Property to the other party for Intellectual Property management.  If both CSM and Collaborator decline ownership, CSM and Collaborator both agree to release and assign all of their rights, title and interest in such Intellectual Property to the originators. 
 
3.4 	In any event Collaborator retains the right to a royalty-free, non-exclusive license of CSM Intellectual Property for the purposes of research and development that does not involve commercial exploitation.  Such license does not grant Collaborator the right to sell or sublicense the Intellectual Property.  Likewise, CSM retains the right to use Collaborator Intellectual Property for its educational and research purposes. 
 
3.5 The parties mutually acknowledge that the United States government, as a matter of statutory right under Code of Federal Regulations, 37 CFR, Part 401, “Rights to Inventions Made by Non-Profit Organizations and Small Business Firms Under Government Grants, Contracts and Cooperative Agreements”, holds or may hold a non-exclusive license and certain other rights under patents on inventions made as a consequence of research whose funding includes funds supplied by the United States government.  In the event that the United States government has such rights or in the future is found to have such rights with respect to all or any new inventions or discoveries, any license contemplated or granted under this Agreement, even if termed “exclusive” license, shall be understood to be subject to the rights of the United States government, without any effect on the parties’ remaining obligations, as set forth in the license or in this Agreement. 
 
ARTICLE 4: PUBLICATION 
 
CSM retains the right to publish or otherwise publicly disclose any results of the Project and the Internship conducted by CSM[footnoteRef:1].   At least thirty (30) days prior to submission for publication or disclosure, CSM will submit a copy of any proposed manuscript or other disclosure relating to the Project and the Internship to Collaborator. Collaborator may review such manuscript to identify patentable subject matter.  Should Collaborator identify patentable subject matter, Collaborator may request that CSM file and prosecute a patent application, and delay publication for period of time not to exceed an additional thirty (30) days if necessary to permit the preparation and filing of such patent application.  [1:  Disclosure of any Company Confidential information not formally released to investors performed by the Collaborator and not CSM must first be cleared prior to publication or public disclosure.  This does not include any patentable discoveries made by CSM. ] 

 
Collaborator shall keep any unpublished manuscript written by CSM confidential until such manuscript is published by CSM. 
 
ARTICLE 5: TERM 
 
This Agreement shall be applicable only to matters relating to the Project and the Internship and will continue until the completion of Project.  The Project period of performance will be determined by the funding agreement awarded by NSF.  Notwithstanding the above, should any Intellectual Property be developed during the Project and the Internship, title and licensing rights of such Intellectual Property will forever be governed by this Agreement. 
 
ARTICLE 6: ENTIRE AGREEMENT 
 
This Agreement contains the entire agreement between the Collaborator and CSM on the subjects addressed herein and shall supersede any and all prior oral or written agreements or representations between the Collaborator and CSM, or agents and employees of either entity. 
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